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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 1 through 15, which are all of the clains
pending in this application. |In the Exam ner's Answer, the
exam ner withdraws the rejection of clainms 9 through 12.
Accordingly, clains 1 through 8 and 13 through 15 remain
bef ore us on appeal .

Appel lants' invention relates to a radio data

comruni cati on systemusing a spread spectrum schene.
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Appel l ants i ncrease the speed of transm ssion w thout
increasing the bit error rate by dividing the incomng k-bit
signal into n k/n-bit signals. Caim5 is illustrative of the
clainmed invention, and it reads as foll ows:

5. A transm tting apparatus conpri sing:

converting nmeans for converting a data signal to be
transmtted to a k-bit parallel signal, where k is a
predeterm ned i nteger equal to the value of 2 or greater

encodi ng nmeans for mapping each of k/n-bit signals to the
signal point |ocations of a predeterm ned nodul ati on schene to
out put n encoded signals, the k/n-bit signals being obtained
by dividing the k-bit parallel signal into n parts, where nis
a predeterm ned integer equal to the value of 2 or greater;

first phase shifting neans for causing a phase difference
of B/ 2" between any two encoded signhals adjacent to one
anot her anmong the n encoded signal s;

spectrum spreadi ng neans for spreading each of the n
encoded signals having said phase difference to output n
spectrum spread signals;

conbi ni ng neans for conbining the n spectrum spread
signals to generate a digital transm ssion signal; and

radio transm ssion neans for transmtting a transm ssion
wave based on the digital transm ssion signal.

The prior art reference of record relied upon by the
examner in rejecting the appealed clains is:

De Gaudenzi et al. 5, 327, 455 Jul . 05, 1994
(De Gaudenzi)
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Clains 1 through 8 and 13 through 15 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over De Gaudenzi .

Ref erence is made to the Final Rejection (Paper No. 7,
mai | ed Septenber 3, 1996) and the Exam ner's Answer (Paper
No. 15, mail ed Decenber 9, 1997) for the exam ner's conplete
reasoning in support of the rejection, and to appellants’
Brief (Paper No. 14, filed August 29, 1997) and Reply Bri ef
(Paper No. 16, filed February 9, 1998) for appellants
argunent s thereagai nst.

OPI NI ON

We have carefully considered the clainms, the applied
prior art references, and the respective positions articul ated
by appellants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clainms 1
t hrough 8 and 13 through 15.

First we note that claim15 depends fromclaim12, now
consi dered al l owabl e by the exam ner (Answer, page 8).
Accordingly, we reverse the obviousness rejection of claiml15.

Next, we note that the exam ner indicates (Answer, page
7) that the rejection of claim9 is w thdrawn because the
exam ner agrees with appellants that De Gaudenzi fails to
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di scl ose the second phase shifting neans for canceling the
phase shift of the first phase shifting neans. |ndependent
claim1l1 recites, in pertinent part, "second phase shifting
means for causing the renoval of said phase difference of B/2"
bet ween any two reverse-spread digital signals adjacent to one
anot her anmong the n reverse-spread digital signals, thereby
cancel ling said phase shift of the first phase shifting

nmeans,"” which is word for word the sane as the Iimtation of
claim9 found | acking from De Gaudenzi. Since we agree with
bot h appellants and the exam ner that De Gaudenzi fails to

di scl ose a second phase shifting neans, as clainmed, we wll
reverse the rejection of claiml and its dependents, clains 2-
4, for the sane reasons given by the exam ner for indicating
the allowability of independent claim?9.

Simlarly, claim13 recites, in pertinent part, "phase
shifting the n reverse-spread digital signals in order to
remove said phase difference of B/ 2" between any two reverse-
spread digital signals adjacent to one another anong the n
reverse-spread digital signals, thereby cancelling the first
phase shift." Thus, claim 13 includes a step of phase

shifting a second time to cancel a first phase shift, which
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has been determ ned to be | acking from De Gaudenzi .
Accordingly, we will reverse the rejection of claim13 and its
dependent, claim 14, for the sanme reasons given by the
exam ner for indicating the allowability of independent claim
9.

The clains remaining, clains 5 through 8, do not include
a second phase shifting step or neans. However, i ndependent
claim5 does recite, in pertinent part, "first phase shifting
means for causing a phase difference of B/ 2" between any two
encoded signals adjacent to one another anong the n encoded

signals."
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The exam ner asserts (Answer, page 5) that:

De Gaudenzi recites (Col. 3, lines 39-44), "The way
in which coded synbols are associated to the PSK
constellation points is properly selected to
optim ze system performance. The target is to
maxi m ze t he Euclidean distance between the
transmtted signals (signal points)."” The Euclidean
di stance is the distance between the signal points
in the constellation. It is clear fromthis passage
that inherent in the De Gaudenzi reference is the
use of Gray coding. This allow [sic, allows] the
maxi mum di st ance between signal points to be
determned in such a way to order to | ower the BER
(optimze system performance) in the systemin
conparison to other systens in which no mappi hg was
used. And the Gray coding systemmaps k information
bits to the M=2k possi bl e phases. Therefore, to
design the systemto have a distance between B/ 2k

bet ween any two adjacent bits is inherent in the De
Gaudenzi reference. The recitation set forth in the
De Gaudenzi reference indicates, which out [sic,

wi thout] using the exact phrase, that Gay coding is
being i nplenented in the system

However, appellants state (Brief, page 7) that the clained
phase shifting cannot be inherent because there are other
codi ng schenes which are available as alternatives to the use
of Gray Coding. Further, appellants contend (Brief, page 10)
that in De Gaudenzi, the phase shift of B/2 is introduced for
wel | - known quadrat ure nodul ati on, whereas the claimcalls for

a phase shift of B/2" where n nust be greater than or equal
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to 2. In other words, the clainmed phase shift nust be B/ 4 or
B/8 or B/16, etc., but can never be B/2.

The Court held in In re Robertson, 169 F.3d 743, 745, 49

USPQ2d 1949, 1950-51 (Fed. Cr. 1999) that:

To establish inherency, the extrinsic evidence "nust
make clear that the m ssing descriptive matter is
necessarily present in the thing described in the
reference, and that it would be so recogni zed by

persons of ordinary skill."™ Continental Can Co. v.
Monsanto Co., 948 F.2d 1264, 1268, 20 U.S.P.Q 2d
1746, 1749 (Fed. Cir. 1991). "Inherency, however

may not be established by probabilities or
possibilities. The nere fact that a certain thing
may result froma given set of circunstances is not
sufficient.” 1d. at 1269, 20 U . S.P.Q 2d at 1749
(quoting Inre Celrich, 666 F.2d 578, 581, 212

US P.Q 323, 326 (C C P.A 1981).

Thus, to prove that the clained phase shifting is, in fact,

i nherent to De Gaudenzi's method and system the exam ner
needs to provide extrinsic evidence show ng that the clainmed
phase shifting is necessarily present. However, the exam ner
provi des no such evidence. Further, the examner fails to
respond to appellants' argunent that a phase shift of B/2,
rather than the claimed phase shift, is introduced by De

Gaudenzi. Consequently, we cannot accept the exam ner's bald
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assertion that the clained phase shifting is, in fact,
i nherent to De Gaudenzi's nmethod and system

In addition, the Court recently held that "[w]ith respect
to core factual findings in a determ nation of patentability,
however, the Board cannot sinply reach concl usi ons based on
its own understandi ng or experience -- or on its assessnent of
what woul d be basic know edge or common sense.” |In re Zurko,
No. 96-1258 (Fed. Cir. August 2, 2001). Thus, as the exam ner
has provided no reference or evidence of the obvi ousness of
the cl ai ned phase shifting, we decline to find that it would
have been obvious. Since the exam ner has failed to show with
appropriate evidence that De Gaudenzi neets the cl ai ned phase
shifting, the examiner has failed to establish a prima facie
case of obviousness. Accordingly, we cannot sustain the
obvi ousness rejection of claimb5 nor of its dependents, clains
6 through 8.

CONCLUSI ON

The decision of the exam ner rejecting clains 1 through 8

and 13 through 15 under 35 U.S.C. 8 103 is reversed.
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REVERSED

JAVES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT

ANI TA PELLMAN GROSS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

HOWARD B. BLANKENSHI P
Adm ni strative Patent Judge
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